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FIRST OFFICE ACTION 

Applicant's preliminary amendment of 7-28-06 has been entered. Claims 1-8 are 
pending. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

1 . Claims 1-3 and 5-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Bolt (US 

4,764,489). On column 6, Example 8 describes a composition comprising an 
organoborane/amine complex and an effective amount of an organoaluminum compound 
wherein: 

i. The organoaluminum is triethylaluminum; 

ii. The ratio of boron to aluminum is 1 : 1 which is within the ratio of 1 : 1 to 
50:1. 

iii. The combination of which forms the first intermediate ~ a "shapeable 
intermediate", which is a polymerizable composition. 

See the following excerpt: 
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EXAMPLE 8 

An amOBBt of 0.31 g (0,01 mole) of bofane-ammonia 
complex was added with stirdag to h 14 g (0-01 mole) of 
tnethyialommam. As It dissolved, gas evolved slowly. 
The reaction was heated to incr^se the rate of di^lu- 
tkm and gas evolutioii and fhmliy res^t^ in a very 
rapid evolution of gas leaving a solid loamy residue- 

The polymerizable compostion recited in the instant claim 8 is described on column 4, 

paragraphs 17-21, see the following paragraph: 

The mtcfinediates prepared in step <l) can be partica- 
kie or lionpirticuJate^ The latter intermediates are ei- 
ther thermoplastio or r^ily plastldsed by solvesits or 
low moieci^ weight compounds and are thus shape- 
aMs (processlble) by convestioital meam such as mold- 
ing, spimsing, casting, exifmioij aiid the like. Fibers are 
a preferred form of articie, preparable by spinning &om 
the melt, plasticized melt or solution. 

Thus, the claimed composition of organoborane/amine and organoaluminum, and a 

polymerizable composition were known in the art at the time applicant asserts the invention was 

made. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
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skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

2. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bolt 
(4,764,489). The composition recited in the instant claim 1 is disclosed in Example 8 as cited 
above. The reference's composition differs from the composition recited in the instant claim 4 
by not having a high ratio of boron to aluminum. However, on column 3, the ratio of boron to 
aluminum can get as high as 5:1, see the following paragraph: 



He ceramic compositions made as described herdn, 
cotttaifi abom 0.2 to 20 g atoms of aiuminiim pear g atom 
of boron* preferably from aboat OJ to 10 g atoms of 
alummum psr g atom of boron.. The ceramic compois^ 
tlotis made by the method of this mveiitioji are charac- 
terized hy good strength and thermal conductivity and 
by a distmctlve X-ray diffractioo pattern. 

Note, the ratio is written as aluminum to boron of 0.2: 1 to 20: 1 which is corresponding to the 
ratio of boron to aluminum of 5:1 to 0.05:1. A ratio of higher than 5:1 would only ensure the 
reaction would go to completion as the system is supersaturated. It is within the level of one 
skilled in the art to increase the ratio of one component to drive the reaction to completion. 
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Furthermore, the MPEP states that the difference in concentration does not impart patentability 
when such a limitation is not a critical parameter. 

Optimization Witliin Prior Art Conditions or Tlirougli Routine Experimentation 

Generally, differences in concentration or temperature will not support the patentability 
of subject matter encompassed by the prior art unless there is evidence indicating such 
concentration or temperature is critical. "[WJhere the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 
(CCPA 1955) (Claimed process which was performed at a temperature between 40°C 
and 80°C and an acid concentration between 25% and 70% was held to be prima facie 
obvious over a reference process which differed from the claims only in that the reference 
process was performed at a temperature of 100°C and an acid concentration of 10%.); 
see also Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382 ("The normal desire of 
scientists or artisans to improve upon what is already generally known provides the 
motivation to determine where in a disclosed set of percentage ranges is the optimum 
combination of percentages."); In re Hoeschele, 406 F.2d 1403, 160 USPQ 809 
(CCPA 1969) (Claimed elastomeric polyurethanes which fell within the broad scope of 
the references were held to be unpatentable thereover because, among other reasons, 
there was no evidence of the criticaUty of the claimed ranges of molecular weight or 
molar proportions.). For more recent cases applying this principle, see Merck & Co. Inc. 
V. Biocraft Laboratories Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, 
denied, 493 U.S. 975 (1989); In re KuUing, 897 F.2d 1 147, 14 USPQ2d 1056 (Fed. 
Cir. 1990); and In re Geisler, 1 16 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997). 



Thus, at the time of the invention, it would have been obvious to derive a composition 
with a high ratio of boron to aluminum as claimed herein in view of the teaching above. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAMTHOM N. TRUONG whose telephone number is (571)272- 
0676. The examiner can normally be reached on M, T and Th (9:00-5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. James O. Wilson can be reached on 571-272-0661 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Tamthom N. Truong/ /James O. Wilson/ 

Examiner, Art Unit 1624 Supervisory Patent Examiner, Art Unit 1624 
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